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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re the Patent Application of: 

Britton 

Serial No.: 09/412,993 

Filed: October 5, 1999 

For: Providing Audience Flow In A Personal 
Television Device 



Art Unit: Not Yet Assigned 



Examiner: Not Yet Assigned 



PETITION TO FILE OM BEHALF OF MOW-SIGWIWG INVENTOR (37 C.F.R. 

§1.47(b)) 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

Applicant respectfully petitions to file the application on behalf of the non- 
signing inventor, Mr. Layne Britton. Support for this petition appears in the 
STATEMENT OF FACTS IN SUPPORT OF FILING ON BEHALF OF NON-SIGNING 
INVENTOR (37 C.F.R. §1.47(b)). 

Respectfully submitted, 

BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP 



Dated: December 19. 2001 
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(303) 740-1980 
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ur Docket No: 3099P017 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re the Patent Application of: 
Britton 



Patent 



Serial No.: 09/412,993 

Filed: October 5, 1999 

For: Providing Audience Flow In A Personal 
Television Device 



Art Unit: Not Yet Assigned 



Examiner: Not Yet Assigned 



STATEMENT OF FACTS IN SUPPORT OF FILING ON BEHALF OF NON- 
SIGNING INVENTOR (37 C.F.R. §1.47) 

This statement is made as to the exact facts that are relied upon to 
establish the diligent effort made to secure the execution of the declaration by 
the non-signing inventor for the above-identified patent application before 
deposit thereof in the Patent and Trademark Office. 

This statement is being made by the available persons having first-hand 
knowledge of the facts recited herein. 



RECEIVED 
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OFFICE OF PETITIONS 
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I, MARY WARINNER, attempted to contact the inventor in the 
application in question, Mr. Layne Britton, on several occasions, including on 
or about April 16, 2001, April 17, 2001, May 1, 2001, June, 2001, and August, 
2001. I left a message for Mr. Britton regarding the nature of the call, and to 
return my phone call on at le ast one of thos e occasions. Mr. Britton never 
returned my phone calls. Since I did not have a forwarding address for Mr. 
Britton, I was not able to send Mr. Britton the application, drawings, and 
oath/declaration for signature. 



Dated: />J£<ft7 By . 




Address: &1a/6du &rtio tPfy^rf-iXJ ? . 
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I, DEBBIE PELOQUIN, attempted to contact the inventor in the application 
in question, Mr. Layne Britton, on several occasions. During our first 
conversation on or about October 8, 2001, 1 introduced myself and the nature of 



the call. I explained to him that an application naming him as an inventor was 
filed, and that we needed his signature on an oath/declaration and an 
assignment. I was able to obtain Mr. Britton's current address, and forwarded 
the documents to Mr. Britton on October 8, 2001 (see Exhibit A attached hereto). 
The documents were received and signed for by a "Britton" on October 10, 2001. 



We currently do not have receipt of this, but we obtained this information from 
the carrier's hotline. 

On or about November 7, 2001, 1 called Mr. Britton to remind him that the 
signed documents were needed. I left a message with Mr. Britton, but he did 
not return the phone call. 

On or about November 7, 2001, a second attempt (see Exhibit B attached 
hereto) was made to send the documents to Mr. Britton. However, on or about 
November 13, 2001, the documents came back as being "undeliyerable" (see 
Exhibit C attached hereto). 





Debbie Peloquin 



Address: ? *T 0 -$\ S A^. ' 

Dftiy/cur , CD w-n 
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I, LIBBY HOPE attempted to contact the inventor in the application in 
question, Mr. Layne Britton, on several occasions, including December 7, 2001 
and December 10, 2001. One phone call was a failed attempt as Mr. Britton did 
not answer the phone. The second phone call resulted in about a 10 minute 
conversation with Mr. Britton, explaining the nature of the call. I explained to 
Mr. Britton that he was the inventor on an application which required signatures 
on associated documents. Mr. Britton appeared to not know what I was talking 
about, and explained that he would look for the documents and call me back. I 
explained that there was a very fast-approaching deadline to which Mr. Britton 
responded he would call me back by "10:00 the next day" (December 8, 2001). 
Mr. Britton did not call back the next day or any subsequent day. I have not 
been able to get a hold of Mr. Britton since speaking with him on December 10, 
2001. 





Libby Hope 



Address: &LMU\f, &>UU*ff. TAt/m d i ZAFHWJ 
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It is respectfully submitted that the inventor in the application in question 
has byjiis^ctionsrefused to sign papers, as corroborated by the statements 
above. Furthermore, as evidenced by the statements above, diligent efforts have 
been made to obtain executed documents from the non-signing inventor, Mr. 
Layne Britton for a'lTnost^months now, but to no avail. Consequently, filing on 



behalf of a non-signjrig inventor under 37 C.F.R. 1.47(b) is necessary. 

Respectfully submitted, 
BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP 



Dated: December 19, 2001 
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Patent 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re the Patent Application of: 
Britton 

Serial No.: 09/412,993 i JAH 2 3 2DHZ 7 
Filed: October 5, 1999 " 




J, 



For: Providing Audience Flow In A Personal 
Television Device 



Art Unit: Not Yet Assigned 



Examiner: Not Yet Assigned 



STATEMENT ESTABLISHING PROPRIETARY INTEREST BY PERSON 
SIGNING ON BEHALF OF NONSIGNING INVENTOR 

I. I, LIBBY H. HOPE, employed at 8055 E. Tufts Avenue, Suite 1300, Denver, 
CO 80237, am the person signing the declaration on the above-identified 
application on behalf of the non-signing inventor and make this statement 
as to the facts establishing proprietary interest. 

II. As of the date I signed the declaration for this application, the proprietary 
interest in this invention belonged to REPLAYTV, INC., and I am 
authorized to sign the statement on behalf of the company, my title being 
Attorney at Law (California 167066; Colorado 30008; USPTO 46,774). 

III. Although there is no assignment or written agreement to assign, a 
sufficient proprietary interest is demonstrated by the attached 
STATEMENT ON BEHALF OF ENTITY WITH SUFFICIENT 
PROPRIETARY INTEREST THAT NONSIGNING INVENTOR WAS 
EMPLOYEE OR OTHERWISE OBLIGATED TO ENTITY WITH SUFFICIENT 
PROPRIETARY INTEREST WHEN INVENTION MADE and LEGAL 
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MEMORANDUM IN SUPPORT OF PROPRIETARY INTEREST establishing 
that a court of competent jurisdiction would, by the weight of authority in 
that jurisdiction, award title in the invention to the legal entity on whose 
behalf I have authority to sign. 

IV. PROOF OF NEED TO PREVENT IRREPARABLE DAMAGE OR PRESERVE THE 
RIGHTS OF THE PARTIES: Since signing on behalf of the non-signing 
inventor is by an entity showing a sufficient proprietary interest, this 
statement also recites facts as to why this action was necessary to 
preserve the rights of the parties or to prevent irreparable damage. Since 
this application has already been filed, failure to take this action will result 
in the application becoming abandoned and is, therefore, necessary to 
preserve the rights of the parties. 



Respectfully submitted, 

BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP 



Dated: December 19, 2001 




Libby H. Hope' 
Reg. No. 46,774 



12400 Wilshire Blvd. 
Seventh Floor 

Los Angeles, CA 90025-1026 
(303) 740-1980 
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Patent 

TRADEMARK OFFICE RECEIVED 

JAN 2 92002 
OFFICE OF PETITIONS 

Art Unit: Not Yet Assigned 
Examiner: Not Yet Assigned 



STATEMENT ON BEHALF OF ENTITY WITH SUFFICIENT PROPRIETARY 

INTEREST THAT NONSIGNING INVENTOR WAS EMPLOYEE OR 
OTHERWISE OBLIGATED TO ENTITY WITH SUFFICIENT PROPRIETARY 
INTEREST WHEN INVENTION MADE 

I. I, LIBBY H. HOPE, at 8055 East Tufts Avenue, Suite 1300, Denver, CO 
80237, make this statement in support of the STATEMENT ESTABLISHING 
PROPRIETARY INTEREST BY PERSON SIGNING ON BEHALF OF 
NONSIGNING INVENTOR in the above-referenced application on behalf of 
the entity with sufficient proprietary interest. 

II. I confirm on behalf of the entity with sufficient proprietary interest that 
the omitted inventor, Mr. Layne Britton ^made trie above-identified 
application while in the employ of REPLAYTV, INC. (hereinafter 
REPLAYTV), formerly a California corporation having had a principal place 
of business at 1945 Charleston Road, Mountain View, CA 94043 at the 
time that Mr. Britton was hired and employed with REPLAYTV; that 
REPLAYTV hired Mr. Britton in California; and that the invention to which 
the application in question relates was created by virtue of Mr. Britton's 
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employment with REPLAYTV, and performed at least as part of Mr. 
Britton's duties under his employment with REPLAYTV. 

III. REPLAYTV, INC. was acquired by SONICBLUE INCORPORATED on August 
1, 2000 (hereinafter SONICBLUE), a Delaware corporation, having a 
principal place of business at 2841 Mission College Blvd., Santa Clara, CA 
95054. REPLAYTV, INC. is now a wholly-owned subsidiary of SONICBLUE 
having the same state of incorporation and same principal place of 
business as SONICBLUE. 



Dated: December 19, 2001 




Libby H. Hope for REPLAYTV, INC. 
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Patent 

TRADEMARK OFFICE 

Art Unit: Not Yet Assigned 
Examiner: Not Yet Assigned 

RECEIVED 
JAN 2 92002 
OFFICE OF PETITIONS 

LEGAL MEMORANDUM IN SUPPORT OF PROPRIETARY INTEREST 

I. I, LIBBY H. HOPE, employed at 8055 E. Tufts Ave., Suite 1300, Denver, 
CO 80237, state that I am duly recognized to practice law in California, 
and am familiar with the law of this jurisdiction (License #167066). 

II. With respect to the proprietary interest asserted in this invention by 
REPLAYTV, INC. (hereinafter REPLAYTV) having its principal place of 
business at 2841 Mission College Blvd, Santa Clara, CA 95054, 1 have 
studied the statements made on behalf of the entity with sufficient 
proprietary interest, and which are filed in this application. 

III. By the weight of authority in California, title of this invention would be 
awarded to REPLAYTV. My reasons for reaching this conclusion are set 
forth below. 

IV. At the time that Mr. Britton was employed with REPLAYTV, REPLAYTV was 
a California corporation, and both Mr. Britton and REPLAYTV were subject 
to comply with the laws of California. REPLAYTV was acquired by 
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SONICBLUE INCORPORATED (hereinafter SONICBLUE) on August 1, 2001, 
and is now a Delaware Corporation. 

V. Under California Labor Code Section 3300, an "employer" means ...(c) 
Every person including any public service corporation, which has any 
natural person in service." Since REPLAYTV was a service corporation 
having natural persons in service, REPLAYTV was an employer of the non- 
signing inventor, Mr. Layne Britton, at the time the invention was 
conceived and/or reduced to practice. Likewise, Mr. Britton was an 
employee of REPLAYTV. 

VI. According to California Labor Code Section 2860, "Everything which an 
employee acquires by virtue of his employment, except the compensation 
which is due to him from his employer, belongs to the employer..." 

VII. While the "[m]ere existence of employer-employee relationship is not by 
itself sufficient to entitle employer to partake of benefits of employee's 
inventive genius", (Aero Bolt & Screw Co. v Iaia (1960) 180 CA2d 728, 5 
Cal Rptr 53), "[w]here employee creates something as part of his duties 
under his employment, thing created is employer's property unless, by 
appropriate agreement, employee retains some right in or with respect to 
product." (Zahler v Columbia Pictures Corp. (1960) 180 CA2d 582, 4 Cal 
Rptr 612.) 

VIII. As attested to in STATEMENT ON BEHALF OF ENTITY WITH 
SUFFICIENT PROPRIETARY INTEREST THAT NON-SIGNING 
INVENTOR WAS AN EMPLOYEE OR OTHERWISE OBLIGATED TO ENTITY 
WITH SUFFICIENT PROPRIETARY INTEREST WHEN INVENTION MADE, 
the invention was acquired by Mr. Britton by virtue of his employment 
with REPLAYTV, and at least part of Mr. Britton's duties under his 
employment were to invent for REPLAYTV. Furthermore, there was no 
agreement that gave Mr. Britton the right to retain rights in such creation. 

Docket No: 3099P017 
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IX. Based on the facts in the accompanying STATEMENT BY PERSON HAVING 
FIRST HAND KNOWLEDGE THAT NON-SIGNING INVENTOR WAS AN 
EMPLOYEE OR OTHERWISE OBLIGATED TO ENTITY WITH SUFFICIENT 
PROPRIETARY INTEREST WHEN INVENTION MADE, and the statutes and 
cases cited above, it is the good faith belief of the undersigned that a 
court of competent jurisdiction would by the weight of authority in that 
jurisdiction award title of the invention to the applicant herein, and as 
such, that a proprietary interest by such applicant has been established. 



Respectfully submitted, 

BLAKELY, SOKOLOFF, TAYLOR & ZAFMAN LLP 



Dated: December 19, 2001 
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